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' Responsive to communication(s) filed on „ _ • 

This action is FINAL. 

□ Since this application is In condition for allowance except for fornnal matters, prosecution as to the merits is closed 

in accordance with the practice under Ex parte Quayfe, 1935 CD. 11; 453 O.G. 213. 
A shortened statutory period for response to this action is set to expire 1 month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

K Claim(s) 1-27 



is/are pending in the application. 



Of the above, ctaim(s) 

] Claim(s) 

~ C!aim(s) 

Claim(s) 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



X Claims 7-27 



are subject to restriction or election requirement. 
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□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

2 The proposed drawing correction, filed on is Approved Ojisapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

L~J All □ Some* □ None of the CERTIFIED copies of the priority documents have been 
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□ received in Application No. (Series Code/Serial Number) • 

received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

'Certified copies not received: 



Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
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El ection/Restrictlon 



1. Restriction to one of the following inventions is required 
under 35 U.S. C. 121: 

I. Claims 1-6, drawn to a method for determining whether a 
test protein is capable of interacting with a retinoid X 
receptor, classified in Class 435, sul:)cLa3S 7.1. 

ir. Claiims 7-16, and 27, drawn an Rl-'.R- interact ing protein, 
classified in Class 530, subclass 350. 

Ill, Claims i7-26, a E)NA encoding R:«:R-interact ing protein, 
a vector, a cell, a method of producing a recombinant RXR- 
interacting protein, classified in Class 439, subclass 69.1. 

The inventions are distinct, each fr.jm the other because of 
the following reasons. 

The products of inventions II, and III, are distinct each 
from the other, because they are drawn to products having 
materially different structures and functions. 

The methods <jf inventi'jns I and III are distinct, each from 
the (3ther, l-ecause they are drawn to processes having materially 
different pr(:)(::eso steps, which are loract i':*ed for materially 
different purposes . 

The process C' f inventions III and the product of invention I 
are related as process of making and p'roduc:t made. The 
inventicns are distinct if either or k'Oth of the frillowing can be 
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shC'Wr: (1) rhat t.he P'reeess as elaimed can be used to vaahe ether 
and materially difteient product or (2) that the product as 
■?laimed can be made by another and mat'='rially dLtf^zirent proL'ess 
(MF'EP § 306.05{fj). In the instant c:ase the gr^^.wth fa-t*.-r 
p-r'i'duc:: of II can t^e made by a protein synthesizing machine. 

The proiiucts of invent i'jns II and the methLil of inv^./nt ir^ns 
I, are related as prc-ducc ano prc'cess of use. The invent ir.rs can 
l:e shc'wn to be distinct if either or both of the fed hiiwing can h^e 
shC'Wn: (1) the pre^cess for using the p-c^jduct as cdaimed e-an t^e 
p-racticed with an-jther materially different ji'rc.rlucc or ( c ) the 
product as claimed can be used in a mat^'rially ':lifferent p^rcM-ess 
of using that product (MPEP § 306.u5(h)). In the instant case 
the product c-f invention II can be use^l in any of the materially 
'iifferent processes of using the pr-jducts such as the f(jr 
generating antibodies . 

The prc'ducts of invent ic-ns III and tho med.h'jd 'jf invent i'jns 
I, are related as p^r'i'tjuct and prr^cess of use. The iriven t i jils can 
t'e shown to be distinct if either or b-^th of th^:: folhjwinq can be 
sh':'Wn: (1) the prO'<::ess f'tr usinc: tho pu 'j^iU':: t a.- ::Laiiii-!:i 'Cin ho 
i:-r act i cv^d with ant'th^'r ma.t»E' r i a 1 1 y difderent p'r-aduct -ar^ to.o 
lart'duct as claim-ad 'tan k*e used in a materially different, pr'-a-a^ess 
of using that pra-iuct iMPEP § 306.05(h}). In the instan*., case 
the pirtMluct tf invention I can t>e used in any ^af the ma t^-^xd. al 1 y 
different p-rC'Cesses af using the p^r'aiu^ats such as the for zfen^a 
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tnerapy, nib:loi':: aci.-i hybridi zat i-on^ protein puirif icat i'jn, and 
generating ant ib^j 'dies . 

Piecau^.o t,h^^:se inventions are distinct tor t:he r^iias^jr^s given 
above and have acquire'il a separate status in tht;^ art because of 
their di f f erent ■:: 1 as si f i ::a t i jns, r>zic jgni zed silver gen:: subj ect 
matter, ani the search required t^r any ■:)ne ^^f i_nven!::i'jns I-III 
is n:d. required for any 'jther- invf:,'nt n I>I]], t:huS/ res tr i'::t ion 
fi'r e:>:a:ninati : n p-urr-^ses as indicate i is pror-er. 

Thi s app] i >:-at i'on 'lontains claims directed to tlio feillovying 
|jatentat)ly distini:t species the claimed invention: 

A. RIP 14-1 and KIP b4-2, 

E. P.: PI 

PdPllO 

Eu R1P13. 

/Yfii'li i:-ant is required under 3 o U.S.C. Ill to el^E'St a single 
disclc s':-d sr'ecies for p'rc'S-E'Cut icn ow the meri ts to which the 
claims shall h^e restricted if no generic claim is finaiiy held to 
be allC'Wahde. (Currently, cl.iims 7-i7 are ger^eric.. 

Af']: lie jnc i.s advis<ji:i tdrit a rc'sp-cnse to this requirement 
must inrduKi^j an idem i f icazirai ef the species that is eiected 
Cfjnscnant with idiis requi reime-nt , ani:i a listing of all claims 
readaiile thereon, including any claims subseciuent ly adiied. An 
arguimEint th.it a claim is uLlcv/afcde or that ali claims are generic 
is ccnsidert-d nonresii'Ons i v*:^? lU'iless ac^zomp^aniefi h^y an electiC'U. 
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Up'jn the all'jwance of a gtE^neric claim, af'pjlicant will be 
er:tiLle'l to c<jr.si':ierat bjn of claims to additiC'nal species which 
are written in dependent fc^rm or .jtherwise in^'jlude all the 
limitatvons c-f an allowed generic cdaim as p^rc'vided by 37 
CFF: 1.1 11. If claims are addeci after the election, appLicanr 
must indicate which are readalole uij'jn the elected species. M?EP 
§ 3 09 . 03 taj . 

Sh'juld applicant traverse on the grc'Und that the species are 
n':'t patentably distin'::t, ap-pl leant snr-uld submit evidence or 
identify such evidence now of rec'jrd showing the sp^E'Cies to be 
ij^jvl.jus variants or clearly admit on the recc^rd that this is the 
case. In either i.nstan<::e, it the examiner finds C'ne of the 
invent i'jns unpatentable over the ]:>ri.or- art, the evi'lence or 
a^imlss i'"'n may be used in a reje<r.ti<:n under 35 U.S.C. 10? (a) cif 
the C'ther in Because these sp'ocdes are distinct f'^r the reasc^ns 
'ifiven al)'jve and have acquired a ser-arate status in the art 
because of their different structure, and the sear-:.h re':[uire(i tor 
any c^ne -jf spec.ies is nr-t require'"! f-jr any ii-ther sp'eci'?s, thus, 
r>-: s ^ t ier ion f or examina t i on pu rijc. s*:'S as incd cat ^iid i s p-rcp'^r . 

Ap'pl leant is adviS'E;il that th*:; rep-ly zo this recjuirent'E-nt zo 
Yjo cc-mplete must include an election of the inventi'ju tc^ t)e 
e:<'.amined ev'E^n rhough the requirement k-e travH'rsed ( :'7 CFF. 1.14 3). 

Ap'pd leant is reminded that up'on the canc.'^llat i >:'n cf claims 
tC' a ncn-'Edected invent ic-n, che Inventfjrship' must ho amen'ied in 
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■iM'inpiianc^E' with 3'7 CFR 1.4^ (b) if cne or more of the currently 

named inventcms is no longer an invent'^r of at least cme claim 
remaining in the ap>}j 1 icat ic n . Any amenclmtE-nt: of inventorship must 

be ac ::ompaniecl by a filed ]ietition under :-7 CFR 1.48(b) and by 
the fee reguire^i under 37 CFR 1.17(h). 



2. Any xriquiiv nee r nir.g th:.s commun Lca t ic n or: earlier C'i'mmun icatrons from 

the examiner: shcal<:i t-e directed te Michael Pak, whose teleph-^ne number is 
(703) ^05-70 58. The ex^.mmer can normally be reached on Monday through Friday 
f rc.m 8:30 M t 1 : 0 0 ?M. 

If attemrCo : reiii^h the examiner b^' telephone are unsuccessful, the 
examiU'i-r's sup^ervus'i r , Yvonne Eyler, can t^e reach-i^d on (703) 3l 8-6564. 

Oifficial papiers filed by fax should be directed to (70:') 303-4242. 
Faxed draft or luf^i'tmal «::ommunicat ions with the examiner should be directed to 
(703) -■■08-0204 . 

Any inquiry of a general nature or relating to the stat^is of this 
af.)cUi ::a tion or p' rc'ceedmg shc^uld t^e directed to the Group recep'tionis t whose 
teleph'i'ne numt^er is (703) 308-0196. 



Michael Pak 



Piimary Patent Examiner 

Art Unit 164 6 
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